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earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 30 December 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-4 and 7-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-4 and 7-10 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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20 Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 1-4 and 7-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Noomen et al. (US Pat. 5,219,958) in view of Becker et al. (US Pat. 5,677,379). 
Considering Claim 1 : Noomen et al. teaches a thermosetting/curable coating one 
component composition (1:13-17) comprising a compound having multiple activated 
unsaturated groups (2:30-3:21); a compound having at least two acetoacetate groups 
(4:49-56); a basic catalyst (5:15-32); and a carboxylic acid that is preferably formic, 
acetic or propionic acid (5:38-6:4). 

Noomen et al. does not teach the catalyst as being a tertiary alkyl phosphine. 
However, Becker et al. teaches using an alkyl phosphane/phosphine such as tributyl 
phosphane as a catalyst for a Michael reaction (13:51-67) between an activated 
unsaturated group and an activated hydrogen (1:45-2:9). Noomen et al. and Becker et 
al. are analogous art as they are concerned with the same field of endeavor, namely 
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Michael addition curable compositions. It would have been obvious to a person having 
ordinary skill in the art at the time of invention to have used the alkyl phosphane catalyst 
of Becker et al. in the composition of Noomen et al., and the motivation to do so would 
have been, as Becker et al. suggests, alkyl phosphanes are functionally equivalent to 
the amine catalysts of Noomen et al. in Michael addition curable compositions (13:51- 
67). 

Noomen et al. does not teach adding the acid before the catalyst. However, the 
selection of any order of mixing ingredients is prima facie obvious. In re Gibson, 39 F.2d 
975, 5 USPQ 230 (CCPA 1930). See MPEP § 2144.04. As there has been no 
showing of new or unexpected results, it would have been obvious to a person having 
ordinary skill in the art at the time of invention to have added the acid prior to the 
catalyst. 

Considering Claim 2 : Noomen et al. teaches the ratio of unsaturated groups to 
activated hydrogens as being from 1 :4 to 4:1 (5:3-13). 

Considering Claim 3 : Noomen et al. teaches adding the catalyst in an amount of 0.05 to 
3.0 weight percent (5:32-37) with 0.3 weight percent being used in an example 
(Example 1). 

Considering Claim 4 : Noomen et al. teaches the acid as being present in an amount of 
0.22 weight percent (Example 1). 

Considering Claims 7-10 : Noomen et al. teaches the composition as being 
gelled/crosslinked (9:1-21). 

Response to Arguments 

Applicant's arguments filed December 30, 2008 have been fully considered but 
they are not persuasive, because: 

A) In response to applicant's argument that the references do not teach avoiding 
the problems caused by use of a weak catalyst base, the fact that applicant has 
recognized another advantage which would flow naturally from following the suggestion 
of the prior art cannot be the basis for patentability when the differences would 
otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 
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1985) . The applicant cites the original specification to show that it is known that strong 
bases cause poor quality laquers (4:17-5:9). However, the references cited in this 
section of the original specification are not sufficient to establish unexpected results 
when using the claimed catalyst. 

Brindopke et al. (US Pat. 4,871 ,822) does not in fact teach that the catalysts of 
Noomen et al. result in bad solubiltiy and considerable yellowing. Rather, Brindopke et 
al. teaches that alkali metal catalysts have these undesirable qualities (1 :67-2:3). The 
catalysts disclosed in Noomen et al. (5:15-31) are actually part of the invention of 
Brindopke et al. (16:20-24) that results in a reduction of these undesirable qualities (2:8- 
14). 

The Journal of Coatings Technology, vol. 61 No. 770, 1989 is relied upon to 
show that the catalysts result in poor hydrolytic stability. While the article does teach 
that hydrolytic stability was an issue, a low temperature baking step was used to 
eliminate the problem (pg. 89). As Noomen et al. teaches a baking step to remove 
volatile acids (5:38-57, Examples 11-13), one would assume that this baking step would 
also improve the hydrolytic stability, based on the above teaching. 

Finally, no experimental evidence has been provided to show the non- 
equivalence of the catalyst of Becker and the catalyst of Noomen. "It is well settled that 
unexpected results must be established by factual evidence." See MPEP § 716.01(c). 
The original specification contains no comparative examples of any kind. Therefore, the 
properties of the composition using the claimed catalyst cannot be assessed in 
comparison with other known catalysts for Michaels additions. 

B) In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 

1986) . The fact that Becker et al. does not teach a one component system is not 
sufficient to disqualify the rejection. Noomen et al. teaches that a one component 
system using Michaels reactants can be created by using a blocked catalyst system 
(5:16-6:26). As Noomen et al. does not rely on any specific catalyst to create the one 
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component system, but rather on the carboxylic acids, a person having ordinary skill in 
the art at the time of invention would not limit their choice of catalysts to ones used in 
other one component systems. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Liam J. Heincer whose telephone number is 571-270- 
3297. The examiner can normally be reached on Monday thru Friday 7:30 to 5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on 571-272-1 197. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Mark Eashoo/ LJH 

Supervisory Patent Examiner, Art Unit 1796 February 25, 2009 



